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1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims1-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either a specific and substantial asserted utility or a well-established 
utility. 

The claims do not make clear what the utility of the invention is. The claims 
claim that a topology map is generated, forwarded and updated. It is not clear what is 
"useful" with regard to this. The updated topology map is never used. See the 
guidelines for "useful" on pages 20-21 of 

http://www.uspto.qov/web/offices/pac/dapp/opla/preoqnotice/guidelines1 01 20051 026.pdf . 
Although from the specification, the applicant says that a "craft" (craftsman?) uses the 
information using an NOC 228 in order to know how to provide maintenance. This 
appears to be the "useful" part of the invention, yet is not claimed in claims 1-6, 10-14 
and 18-24. In regard to claims 7, 15 and 25, although this claims, "providing a crafts 
person an indication of pass-through wavelengths". This also does not provide a 
"useful" invention because this does not provide a use (i.e. determining protection 
switching based on the pass-through wavelengths, would be useful). In regard to claims 
9, 19 and 27, there is no "useful" invention by "indicating how the network elements 
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affect each other during local maintenance operations" because this information does 
not provide a useful function and is not used in the claims to provide a useful function. 
It is also unclear how this is accomplished. It is unclear how the "craft" retrieves this 
information and WHAT an NOC 228 is. See also MPEP 2173.05(q) and the 1 12, 
second paragraph rejection below. In regard to claims18-19, 22-27, a second map 
portion is generated and never used. 

Claims 1-27 also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a specific and substantial 
asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 

In addition to not specifically describing how the "craft" retrieves the information. 
It is also unclear how this is accomplished. It is unclear how the "craft" retrieves this 
information and WHAT an NOC 228 is. 

The specification does not teach specific means that generate a first and second 
topology map or even specific means to forward and update the maps. In regard to 
claim 3, it is not clear from the specification how to determine pass-through wavelengths 
at each network element. It almost appears that the applicant feels that all nodes 
inherently have means to provide these functions, since such means are not specifically 
disclosed. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 7-9, 15-17, 21-22 and 25-27 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

See also MPEP 2173.05(q). It says that claim scope is indefinite if it merely recites a 
use without any active, positive steps delimiting how this use is actually practiced. The 
applicants' claims do not relate to the last portion of this section because the applicants' 
claims do not CLEARLY recite the step of utilizing a device as in Ex Parte Porter, but of 
using something in order to provide a result without setting forth steps to provide the 
intended result. See also MPEP 211 1 .04. 

6. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the means for 
generating the first topology map and means for generating a second topology maps 
and means for forwarding the maps and means for updating of claim 10 must be shown 
or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended/The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 



Application/Control Number: 10/750,123 Page 5 

Art Unit: 2613 

consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-6, 10-14, 18-20 and 23-24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ramaswami et al (5781537) in view of Wu et al 
(2002/01781886). 

Ramaswami et al teach generating a wavelength topology table (figure 3) and 
forwarding and updating the tables at each node (column 7, lines 29-60). Although he 
does not specifically teach determining a topology map in a first direction and a second 
direction, it would have been obvious to do that since the information about all required 
wavelengths is sent in the topology map to all adjacent nodes. Further, it teaches that 
the update message that is sent lists the adjacent up links to the node and their 
wavelength usage. Since all information with regard to a certain direction are sent to 
each adjacent node, it would have been obvious to send only information that would 
affect each node only in order to save memory at each node by sending non relevant 
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information to each node. Although he does not teach specifics about how the map is 
sent, Wu et al teaches that it is well known to use either in-band or out-of-band 
wavelengths as the control channel (paragraph 8) in a system that sends forwarding 
tables (paragraph 20). It would have been obvious to use a dedicated channel which is 
an out-of-band wavelength in order to send updating tables as taught by Wu et al. In 
regard to determining the pass through, see the last paragraph of column 7. It says that 
each node determines all of the wavelengths that go through it (pass through it). In 
regard to forwarding OAM&P information, it would have been obvious to send such 
information over a control channel. Much of what is claimed, the applicants' 
specification does not teach details of. It appears from this that the applicant feels that 
such is so well known that they do not disclose how it is done. The applicant only 
discloses that OAM&P data is sent, not how it is sent. 

9. Claims 7-9, 15-17, 21-22 and 25-27 have not been rejected using art because it 
is unclear what the applicant is claiming. This is not an indication that the claims are 
allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Pascal whose telephone number is 571-272- 
3032. The examiner can normally be reached on Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 571-272-3022. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 261 3 



